1 (D) REMARKS, including DRAWING AMENDMENTS, if any 

2 In Re PARA 1 of the Action 

3 Acknowledged; no response required. 

4 In Re PARA 2 and 3 of the Action 

5 The present Action asserted the judicially-created doctrine of double patenting in view of 

6 applicant/assignee's own U.S. Pat. No. 6,556,470 B1 (Vincent '470 hereinafter). 

7 Applicant in response to the prior Action has shown that the claims of the present application 

8 and Vincent '470 are for two clearly distinguishable inventions. Those arguments are 

9 incorporated herein by reference. 

10 In order to advance prosecution, filed herewith is a Terminal Disclaimer. 

11 Withdrawal of the rejection is respectfully requested. 

12 In Re Rejections Under 103, Action Para. 4 and 5 

13 The Action rejects claims 1-3, 10-13, 16-8, 20, 21, 35-37, 40-42, 44, 45 & 48 under Sec. 103(a) 

14 citing Uranaka '158 in view of Vincent '955, both previously cited. 

15 Uranaka '158 shows a SYSTEM AND METHOD FOR CONNECTING A PORTABLE MEDIA 

16 WITH NETWORK AND COMPUTER FOR USE WITH THE SYSTEM (Title), and discusses 

17 electronic book apparatus applications. Vincent '955 teaches a PRINT METHOD AND 

18 APPARATUS FOR REWRITABLE MEDIUM (Title), and discloses a "laser printer method and 

19 apparatus for re-writable media." (Abstract). The "re-writable media" is based on "colorant 

20 within...m/crocapsu/es." (Abstract) 
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1 The present application in each independent claim 1,16, 30, 35, and 44 (and thereby also 

2 incorporated into dependent claims therewith) requires a "molecular colorant." The mere 

3 allegation by the Office that Vincent '955, Col. 2, Lines 42-51 (Action, Page 3 et seq.) constitute 
A disclosure of such a colorant can not be sustained from a technological argument. 

5 The equating of "microcapsule" technology - - as clearly is being described at Vincent '955, Col. 

6 2 as cited by the Office, and in fact in the Background section of the present application - - to 

7 "molecular colorant" - - as defined in the present application and particularly described in depth 

8 in the Appendix - - is like saying there is no difference between a basketball and an ink-dot on a 

9 piece of paper. Moreover, there is not only a vast difference in scale between the two, there is 

10 a difference in the operational mechanism employed. Each described microcapsule is hollow 

11 spherical shell with a type of colloidal suspension of moveable colored sub-elements within 

12 which have their position within the shell affected by electrical fields. The present invention's 

13 molecular colorant has individual molecules that are each a true optical switch wherein the 

14 switch is "flipped" by electricity. 

15 There is no disclosure of the true "molecular colorant" in Vincent '955, nor even a suggestion 

16 that molecular-level colorant implementation as in the present application is possible. The 

17 Action fails under the law to stand in any sense for a proposition asserted. It is respectfully 

18 requested that the rejection be withdrawn. 

19 A logically described combination of Uranaka with Vincent '955, using their own words, would 

20 be a "portable media," (Uranaka Abstract), possibly an electronic book, using 

21 "microencapsulated colorant. . .paper or paper-like display" and for writing technology requiring 

22 a "laser printer" (Vincent '955, Abstract). This is not only not the present invention nor 

23 suggestion thereof, but as also would be recognized by a person skilled in the art, the 

24 requirements and size of current laser printing technology would cancel out the portability 

25 required for Uranaka. Therefore, combination of references again not only fails to relate to the 

26 present invention, it is a technically unsound proposition. It is again respectfully requested that 

27 the rejection be withdrawn. 
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In Re Action Para. 6 



2 Dependent Claims 4-9, 19, 22-29 are rejected under 35 USC 103(a) under Uranaka '158 in 

'3 view of Vincent '955 and Sawano (all previously cited). 

4 The applicants 1 arguments herein with respect to the Action Para. 4 & 5 are equally applicable 

5 here and are incorporated by reference. As detailed hereinabove and supported by the present 

6 application, Vincent '955 never describes nor suggests "molecular colorant" as taught and 

7 claimed. 

8 It is respectfully requested that the rejection be withdrawn. 

9 In Re Acton Para. 7 

10 Dependent Claims 14, 15, 38, 39, 46, and 47 are rejected under 35 USC 103(a) under Uranaka 

1 1 in view of Vincent '955 and Chen 742 (a Continuation of Chen 740, both assigned to the 

12 common assignee herein). 

13 Again, Vincent '955 fails to stand for the proposition(s) asserted by the Office. As detailed 

14 hereinabove and supported by the present application, Vincent '955 never describes nor 

15 suggests "molecular colorant" as taught and claimed. The rejection should be withdrawn on this 

16 ground. 

17 Moreover, Chen's invention is for FABRICATION OF MOLECULAR ELECTRONIC CIRCUIT BY 

18 IMPRINTING. Chen in effect describes an "electronic device or crossbar memory device." 

19 (Abstract) Chen never describes, suggests, nor motivates a molecular-level switch having 

20 differing optical properties dependent upon the current switch state nor a use therefor as in the 

21 present application. Therefore, it is not obvious to use Chen's invention in an apparatus reliant 

22 upon optical states. 
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1 Upon close examination of Chen a person skilled in the art would find that Chen describes a 

* 2 technique for patterning electrode arrays above, below and in intimate contact with a molecular 

3 switch layer. In other words, the Chen patent clearly describes composite structures containing 

4 the molecular switches sandwiched between two electrode layers. By contrast, the molecular 

5 switch layer in the embodiments of the present electronic book invention only needs be in 

6 proximity to rather than in intimate contact with the molecular colorant, or may be in actual 

7 contact with only one layer. In other words, least one electrode is external to the e-book 

8 medium that contains the molecular switch. The rejection should be withdrawn on this ground 

9 as it is not logical to relate such elements when such different operation requirements are 

10 noted. 

11 In order to further prosecution, Declarations filed herewith provide evidence regarding Chen 

12 and swears-behind Chen, removing it as a valid reference. The rejection should be withdrawn 

13 on this ground also. 

14 In Re Action Para. 8 

15 Claims 30-32 are rejected under 35 USC 103(a) under Sawano in view of Vincent '955. 

16 There is no teaching nor suggestion in Sawano of a molecular-level optical-characteristic 

17 switching, "molecular colorant" as set forth in independent claim 30. Sawano describes only 

18 "magnetic-phoretic or electrophoretic" materials (col. 4, line 5, and col. 6, line 64 relied upon by 

19 the Office). Taking the very words of Sawano him/herself, it is clear that only "dielectric pigment 

20 5" (col. 4, line 7) or "dichroic balls 7" (col. 4, line 36), "microcapsules" (col. 4, line 38), are 

21 proposed by Sawano. That these are not the "molecular colorant" defined and claimed by the 

22 present applicants, is also clear from Sawano FIGS. 2A-C showing only "pigment" and "dye" 

23 and FIGS. 3A-3C showing only "dichroic ball[s]" and FIGS. 4A-4C showing only 

24 "microcapsule^]." Sawano utterly fails to stand for a technological proposition asserted by the 

25 Office. It is respectfully requested that the rejection be withdrawn. 
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1 Again, Vincent '955 also fails to stand for the proposition(s) asserted by the Office. As detailed 

2 hereinabove and supported by the present application, Vincent '955 never describes nor 

3 suggests "molecular colorant" as taught and claimed. It is respectfully requested that the 

4 rejection be withdrawn. 

5 In Re Action Para. 9 

6 Dependent Claims 33 and 34 are rejected under 35 USC 103(a) as obvious under Sawano in 

7 view of Vincent '955 and Chen 742. 

8 The arguments already made hereinabove and the Declarations filed herewith are equally 

9 applicable with respect to these dependent claims and are incorporated by reference. 

10 It is respectfully requested that the rejection be withdrawn. 

11 In Re Action Para. 10 

12 Moot in view of Terminal Disclaimer filed herewith. It is respectfully requested that the rejection 

13 be withdrawn. 

14 Need in the state-of-the-art 

15 Another criteria for overcoming obviousness rejections is the establishment of a need in the 

16 state-of-the-art. Filed herewith as EXHIBIT 2 (due to the newspaper size, provided in 3 cut-and- 

17 paste parts) is a newspaper article by D.D. Kirkpatrick, "Almost no one curls up with a good e- 

18 book," dated August 28, 2001 , less than 2-months prior to the filing of this application. It states 

19 in the first column, eighth para.: 

20 "But publishers and online book-sellers have not yet lost faith. They say slow sales are 

21 caused by clumsy technology, along with high prices.... Some take heart from 

22 unexpected pockets of demand..." Emphases added. 
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1 And, specifically applicable to the present patent application, in the second column, the second 

2 para, includes, 

3 "Book publishers are counting on the portable computer as a more appealing way to 

4 read than the screen of a desktop computer. ... (Devices using the Palm software can, 

5 making them the most popular way to read electronic books, despite eyestrain from their 

6 small screens.)" Emphases added. 

7 Applicants' invention is directly related to improvements to electronic books which meet the 

8 demand with solutions to the problems. 

9 It is respectfully requested that the rejection be withdrawn. 

10 SUMMARY AND CONCLUSION 

11 The Office Action merely paraphrases applicants' current claims and relates them to alleged 

12 relevant art citation. Specifically, there is no explanation nor argument by the Office to support 

13 its technological equating of prior art "microcapsule" technology to applicants' claimed 

14 "molecular colorant." Despite a long prosecution extending through RCE, the Office still has 

15 failed to provide evidence from the exact language of the cited references themselves - - that is, 

16 in those inventors' own words rather than via paraphrasing applicants' own claims and baldly 

17 relating reference citations thereto - - and to provide an explanation of how the cited elements 

18 relate to the present applicants' claims. Applicants' are left to guess at the Examiner's train of 

19 thought in equating elements of a reference to an application. This constitutes a prima facie 

20 failure of the Office to carry its burden of proof. It is prima facie a hindsight application of a 

21 reference using the application as a template. 

22 To the contrary, it has been shown repeatedly by cogent arguments by the applicants, including 

23 extensive evidentiary factual educational information regarding the technology-in-question, that 

24 the references, in the references own words, simply do not stand for technological propositions 

25 asserted by the Office. 
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1 While applicants would be happy to respond further to such explanations and arguments if 

2 offered by the Office, based upon the foregoing, it is submitted that the application now presents 

3 claims which are directed to novel, unobvious and distinct features of the present invention 

4 which are an advancement to the state of the art. Reconsideration and early allowance of all 

5 claims is respectfully requested. The right is expressly reserved to reassert any and all 

6 arguments, including the raising of new arguments, should a Notice of Allowance not be 

7 forthcoming. 



8 
9 

10 
11 



12 
13 
14 
15 
16 
17 
18 
19 



Questions or suggestions that will advance the case to allowance may be directed to the 
undersigned by teleconference at the Examiner's convenience. 

»: <Wfl - 2- c " ? f ZcQ^ f Respectfully submitted, 

Hewlett-Packard Company 



Date: 



Eugene H. Valet 
Valet.Patents@verizon.net 
314 10 th Ave. South 
Edmonds WA 980207/ 





Eugene H. Valet 
Attcfmey Reg. No. 31435 
425-672-3147 J3 Fax 425-640-0525 



1 Do not change formal correspondence address; unless PTO/SB/122 is filed herewith, formal correspondence continues to 
be directed to Hewlett-Packard per the Declaration 
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